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REMARKS 

Claims 1-21 are now presented for examination. Claims 1, 13, and 16 are independent. 
Claims 1-21 have been amended. 

In the Office Action, claims 1-21 were rejected under 35 U,S.C. § 101 as directed to non- 
statutory subject matter. Claims 1-21 were rejected under 35 U.S.C. § 102 as anticipated by U.S. 
Patent No. 5,710,886 (Christensen) or U.S. Patent No. 5,759,101 (VonKohora). Claims 1-21 
were also rejected under 35 U.S.C. § 103 as obvious over the quiz show Jeopardy. The Office 
Action also included a request for information under 37 CFR § M05. 

RcsT>onse to the Request for Informatio n Under 37 CFR S 1 . 1 05 

In response to the request for information under 37 CFR § L 1 05, applicants note that 
they have not performed a prior art search. There are no patents, published applications, or 
published literature by any of the inventors that relate to the claimed invention. An inquiry 
within Medsite Inc. (the assignee of this application) for related information that predated the 
application was made, and two undated marketing items were found Copies of those items are 
attached hereto as Exhibits A and B. Exhibit B was provided to applicants' attorney on 
September 10, 1 999, and wa$ used by applicants* attorneys to draft provisional application 
60/172,688, which was filed on December 20, 1999. 

Applicants note that some important prior art is described in the specification at pages 2- 
4, and the following few paragraphs describe additional prior art that may be relevant to the 
claims. 
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A popular prior art system for marketing pharmaceuticals to doctors was for a sponsor to 
invite the doctors to a meeting or a teleconference at which information about the pharmaceutical 
is presented to the doctors. Such marketing efforts have typically been targeted at doctors who 
are likely to prescribe the sponsor's products, based on the doctors' prescribing history or 
specialization. And typically, the doctors are awarded an honorarium (e.fr, a medical book or a 
stethoscope) for attending, 

During the meeting or teleconference, the sponsor usually presents clinical infonnation 
about the pharmaceutical, such as data describing its applications and efficacy, and an 
explanation of potential side effects. This process is sometimes called "detailing." The 
embodiments described in the above-identified application was originally intended to serve as an 
alternative and/or improvement to this type of in-person or teleconference marketing. 



The SlOl Rejection of Claim 1_ 

Claim 1 has been amended to recite "at least one computer-readable memory in which 
computer-executable instructions are stored, wherein execution of the instructions by at least one 
computer causes the at least one computer to implement or initiate [the subsequently listed 
steps]." This claim is now a Beauregard style claim for a computer program embodied in a 
tangible medium, see In re Beauregard , 53 F.3d 1583, 35 USPQ2d 1383 (Fed. Cir. 1995), and is 
therefore helieved to be statutory subject matter. Applicants submit that this amendment 
obviates the rejection under 35 U.S.C. § 101. 
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The SI 02 Rejections of Claim 1 over Christcns en or Von Kohom 

Claim 1 includes, inter alia, the steps of: (a) inviting a user to visit a web site; (b) 
presenting material that promotes the product or service to the user when the user visits the web 
site; and (c) presenting questions to the user, wherein the questions test whether the material 
presented in the material-presenting step has been absorbed by the user. 

Because element (c) of claim 1 uses an antecedent reference back to '*3ie material 
presented in the material-presenting step," claim 1 requires the questions presented in step (c) to 
relate to the same material that was presented during the material-presenting step. The 
lelationship between these two steps is depicted in FIG. 3, at steps S30 and S32, which are 
labeled "send info about tixe product to user" and "send quiz about the product to user" 
(emphasis added). The fact that the questions must relate to the same material that was 
previously presented is also stressed at page 4, lines 7-19 and page 19, lines 27-29, which 
indicate that an object of the invention is to ensure that the provided information has actually 
been absorbed. 

Applicants recognize that Von Kohom describes presenting material that promotes 
products and/or services. See, e.g., coL 3, lines 44-46, Applicants also recognize that Von 
Kohom describes presentmg questions to users. See e.g., col. 3, lines 56-57. To clarify the 
relationship between the questions that are presented in the question-presenting step and the 
material that is presented in the material-presenting step, claim I has been amended to explicitly 
recite that the questions posed in the question-presenting step must test whether the presented 
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material has been absorbed by the user. Applicants have found no teaching or suggestion of that 
feature in the cited art, and claim 1 is therefore believed allowable over that art. 

The S103 Rejection of Claim 1 over the Game Show Jeonardv 

Claim 1 includes, inter alia, the steps of: (a) inviting a user to visit a web site; (b) 
presenting material that promotes the product or service to the user when the user visits the web 
site; and (c) presenting questions to the user, wherein the questions test whether the material 
presented in the material-presenting step has been absorbed by the user. 

Applicants note that claim 1 was drafted to provide correct antecedent basis in 
compliance with MPEP § 2173.05(e). The first time the word "user" appears in claim 1 is in step 
(a), using the phrase "inviting a user," After that, subsequent references to the phrase "the user** 
always refer to the same user . 

The Office Action takes the position that claim 1 reads on the game show Jeopardy, and 
is usually consistent in mapping the "user" recited in claim 1 onto the contestant in Jeopardy. 
However, when it reached step (b) of claim 1, the OfSce Action indicated that step (b) reads on 
"stor[ing] quizzes on cards or display screen servers for audience display and then announcing a 
return after a short station break (usually for advertisements to promote products or services as 
claimed)." From this statement, it seems that the OfSce Action has mapped the "user" recited in 
step (b) of claim 1 onto the audience in Jeopardy, because the products are promoted to the 
audience - not the contestant . Applicants submit that it is improper to map the word '^xser" onto 
two different entities in order to reject the claims in this manner, because it would violate the 
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conventions of antecedent basis under which the same word refers to the same thing. Applicants 
therefore respectfully request withdrawal of the § 103 rejection over Jeopardy. 

As understood by applicants, the only material that is presented to.the contestant during 
the game Jeopardy include (1) a list of categories, (2) a choice of doUar amounts, and (3) 
answers to questions. None of these items "promote promotes the product or service to the user 
[i.e., the contestant]" as recited in claim I . Claim 1 is therefore believed patentable over 
Jeopardy, 

Moreover, step (c) recites "presenting questions to the user, wherein the questions test 
whether the material presented in the material-presenting step has been absorbed by the user" 
Although the "answers" provided by the host in Jeopardy all relate to one of the categories that 
are displayed at the beginning of the game, those categories cannot possibly correspond to the 
"material presented in the material-presenting step" in claim 1 because the categories themselves 
do not "promote [a] product or service" as recited in step (b). Claim 1 is therefore believed 
patentable over Jeopardy for this additional reason. 

Finally, an attempt to read claim 1 on Jeopardy by mapping the word "user" onto the 
audience and mapping element (b) onto the commercials that are presented to the audience 
would also fail, because questions that relate to the commercials are never presented to the 
audience of Jeopardy. 

Tlie Rejections of Claims 13 and 16 
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Claims 13 and 16 contain limitations that are almost identical to the limitations discussed 
above in connection with claim 1, and claims 13 and 1 6 are therefore believed patentable for the 
same reasons as claim 1 * 



Conclusion 

The other claims in this application each depend on one of the independent claims 
discussed above and are therefore believed patentable for the same reasons. Since each 
dependent cl^m is also deemed to define an additional aspect of the invention, however, the 
individual reconsideration of the patentability of each on its own merits is respectfully requested 

In view of the foregoing amendments and remarks, Applicants respectfully request 
favorable reconsideration and early passage to issue of the present application. 
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Applicants' undersigned attorney may be reached by telephone at (212) 969-3246 or by 
facsimile at (212) 969-2900. Please direct all correspondence to Customer No. 21890 at the 
address provided below. 



Proskauer Rose LLP 

Patent Department 

1585 Broadway 

New York, NY 10036-8299 

(212) 969-3246 



Respectfully submitted, 



Proskauer Rose llp 



Dated: June 25, 2004 




Robert S.Mayer 
Reg. No. 38,544 
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The MedDirect Program 



Medsite.com has developed 
innovative ways for healthcare 
companies to reach and educate 
physicians over the Internet. 

O Provide value-added services 
to physicians 

O Deliver targeted messages 
and injhtifUttioH 

o Access new tools to understand 
physician priorities 

O Build closer relationships over 
the Internet 




Making the Intemet work for physicians and healthcare companies 




.Healthcare ;v 
Compania V 



Educate 'iM|Med«^"U: 
1.^ ^[Conimunrty 



Impro^'e'd access 
FnhiinC^fJ reltiTiufisliip-s 
Superior cducalion of products 



Medsite.coni 
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Medsite is designing special programs to co-market its range of 
laternet-based services with healthcare companies. 



site. corn's Emerging Services Portfolio 



Medeook$tore.com 

Books' 
Software 
Journals • ' 



\ 

. ;i; ihirtruments'' '. . 
Supplies 
Merdhandise 



MedMaiUom 

Free Web-based 
Emarl 



MedMoney-com 

Personal finance 
Credit Cards 
Loans/Leases 



MedCal«ndarcom 

Events- 
Conferences 
eForums 



Insurance 
HMO Credentialing 



MedUniver5lty.com 

.CME 
Spedal Programs 



MedMarketplace.com 

Merchandise 
- ^ Auctions 




Integrate product information ^ 
Creatively serve the needs of rnedical profession^ils 
Generate real-time information flovu and feedback 

Enable targeted selling j 



Sample of Innovative Products within our ^Services Channels: 

o eCoupon Program 

- Distributed at trade shows, conferences, and physician offices 

- Drives physicians to designated web sites to review informaiion prior to redeeming the promotion 

- Ability to analyze responses to information and queries 

- Provide real-time information to the salesfofce 

O The Journal Tracker'" 

- Delivers abstracts from over 2,500 medical journals to physician e-mail addresses 

- Ability to integrate content 

- Understand most important medical topics within specialties 




For more information on opportunities with the MedDirect Program, contact 
Rick Morello at (212) 253-6913, ex. 150, or e-mail : rmorellodmedsite.com 



MeuSitCiCoin 
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The PharmaDirect Program 



Meckite^com ha^ cleveloped 
innovative ways for phannaceatical 
companies to reach and educate 
physicians over the Internet* 

o Provide value-added services 
to physicians 

o Deliver targeted messages 
and information 

Q Access new tools to understand 
physician priorities 

O BuUd closer relationships over 
the Internet 





Makmg the Internet work for physidans and pharmacentical companies 



Integrate 




sitG.com 

Pl:ilforin 

ni.ilKMi 
oCoini»UM(o 



^^.JEach doctor receives a personalized service and can gain easy and quick access 
to relevant information^ In return, pharma companies would gain an intimate 
one^to^one relationship with doctors. 

- Scr^ Mag<d9h$c, X999 



Med8lte«com 
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Medsite is designing special programs to co-market its range of 
Intemet'based services with phamiaceutical companies. 



sitexom's Emerging Se/v/ce5 Portfolio 




IntegrMlt^ phai tnaceiitiral content 
Creciiivcly servo tiie nec^cJs ol r^iodicnl firofcssionnls 
Generate recil-tiint^ information flow ond foodbr-*ck 
Eniil)le targeted selling 



Sample of Innovalive Products within our eServices Channels: 

e eCoupon Program 

- Distributed at trade shows, conferences, and physldan offices 

- Drives physicians to designated web sites to review Information prior to redeeming the promotion 

- Abill^ to analyze responses to information and queries 

- Provide real-time information to the salesforce 

o The Journal Tracker"^ 

* - Delivers abstracts from over 2,500 medical journals to physidan e-mail addresses 

- Ability to integrate phamiaceutical content 

- Understand most important medical topics within spedalties 

For nfiore infornnation on opportunities with the PharmaDirect Program, contact 
Rick Morello at (212) 253-6913, ex. 150, or e-nnail : rmorelk>®niedsite.com 
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The Medsitexom eCoupon Program 

Make a simple coupon work wonders over the Internet. 

Medsite.com, the creator of Med6ookStore.com, introduces the eCoupon Program: A simple and powerful 
online tool to drive medical professionals to a specific website to review company, product, and clinical 
information. Pharmaceutical and other healthcare companies can now take advantage of Medsite's 
e-commerce platform to encourage physicians to read and learn specific information online, and 
reward them for their efforts. 



Medsite.com's Sample eCoupon 



Front 




sponsor Code: 12345 
Rep Code: 67S9 



Back 



• Visit the site www.medsite.comySponsorCo. 

• Register for the coupon reward 

• Review medical information on the site 

• Answer basic questions on the information 

• Shop on MedBookStore.com/ MedSupplies.com 

Cofnpfiments of SponsorCo. 



Coupon #: X01X2 



TO:/ 



Medsite.com 

The hsfnQ pmi^ ^e^^ 



eCoupons can be distributed at trade stiows, conferences, physician 
offices and other settings. 



Med8ite.CQm 

for (he rMtflKy<ww«tWV 
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eCoupons allow pharmaceutical and other companies to creatively 
reach and educate medical professionals. 



How the Coupon Program Works 




Product information 
Clinical study 
' Medical topic 



• Trade shows 

• Conferences 

• Physician offices 



• Clear navigation instructions 

• Med tcaliy-d riven information 



0 




• Redemption rates 

• Impressions 

• By specialty, geography, 
and sales rep 



• Easy link to the website 

• Buy books, software, 
supplies, journals 



♦ Demonstrate e/posure to 
the information 

• Provide feedback data 



The program provides a means for sponsoring companies to 
measure the results and effectiveness of the campaign. 



CI 



For more information on opportunities with the eCoupon Program, contaa 
Medsite.com at (212) 253-6913. ex. 150, or e-mail : rmorello@medsite.com 



Med8ite.com 
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